REMARKS 

I. Status of the Application 

Claims 1, 2, 7-14, 18-25 and 37 are pending in the application. Claims 1, 2, 7-14, 18-25 
and 37 stand rejected under 35 U.S.C. §1 12, first paragraph, as failing to comply with the written 
description requirement Claims 1, 2, 7-14, 18-25 and 37 stand rejected under 35 U.S.C. §112, 
first paragraph, as lacking enablement. Claims 1, 2, 7-14, 18-25 and 37 stand rejected under 35 
U.S.C. §112, second paragraph, as being indefinite. 

Applicants have amended the claims to more clearly define and distinctly characterize 
Applicants' novel invention. Support for the amendments can be found in the specification and 
the claims as originally filed. Specifically, support for the amendments to claims 1, 2, 7 and 22 
to recite "human lysophospholipase homolog HU-K5" can be found in the specification at least 
at Figure 7, page 8, where Applicants describe U67963 as human lysophospholipase homolog 
(HU-K5). The amendments presented herein add no new matter. Applicants respectfully request 
entry and consideration of the foregoing amendments, which are intended to place the case in 
condition for allowance. 

Applicants respectfully submit that the amendments presented herein do not raise new 
issues requiring further search. The present Amendment and Response is being filed within 2 
months of the mailing date of the Final Office Action, accordingly, Applicants request issuance 
of an advisory action. 
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II. Objections 

At page 5, section 6 of the instant Office Action, the Examiner notes that the trademark 
GENBANK is used in the application and states that it should be capitalized whenever it appears, 
i.e., claims 1, 2, 7 and 22. Applicants respectfully submit that claims 1, 2, 7 and 22, as amended, 
no longer recite a GenBank Accession Number, thus rendering this objection moot. 

III. The Specification Provides Adequate Written Description for Claims 1, 2, 7-14, 18- 
25 and 37 

At page 2, section 3 of the instant Office Action, claims 1, 2, 7-14, 18-25 and 37 stand 
rejected under 35 U.S.C. §1 12, first paragraph, as failing to comply with the written description 
requirement. The Examiner is of the opinion that the claims contain subject matter that was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventors, at the time the application was filed, had possession of the claimed 
invention. The Examiner asserts that specifically, while the claims refer to GenBank Accession 
No. U67963, the specification does not actually recite the sequence that corresponded to the 
Accession No. at the time the instant invention was made. The Examiner is of the opinion that as 
database Accession entries are not fixed, but rather changeable over time, and that the recitation 
of this Accession No. in the claims does not convey to one of skill in the art the sequence 
actually possessed by Applicant at the time the invention was made. Applicants respectfully 
traverse this rejection. 

Without acquiescing to this rejection, Applicants respectfully submit that claims 1, 2, 7 
and 22 have been amended to replace "lysophospholipase-like having a GenBank Accession 
Number of U67963" with "human lysophospholipase homolog HU-K5 " Applicants respectfully 
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submit that one of skill in the art would readily understand that which Applicants claim, 
specifically, what is meant by human lysophospholipase homolog HU-K5, as this gene was 
known in the art at the time of filing. Applicants provide herewith the GeneCard for MGLL 
(monoglyceride lipase), which provides aliases for this gene and lists five additional names 
including lysophospholipase-like and human lysophospholipase homolog (HU-K5) (Attachment 
A). Thus, human lysophospholipase homolog HU-K5 is understood in the art. Given the 
knowledge in the art of the identity of human lysophospholipase homolog HU-K5 and 
Applicants' teaching that this gene is associated with oral cancer, one of skill in the art would 
understand that the specification sufficiently describes the claimed invention in view of the 
amended claims now presented. 

Accordingly, the Examiner is respectfully requested to reconsider and withdraw the 
rejection of claims 1, 2, 7-14, 18-25 and 37 under 35 U.S.C. §112, first paragraph, as failing to 
comply with the written description requirement. 

IV. Claims 1, 2, 7-14, 18-25 and 37 are Enabled 

At page 3, section 4 of the instant Office Action, claims 1, 2, 7-14, 18-25 and 37 stand 

rejected under 35 U.S.C. §112, first paragraph, as lacking enablement. Applicants gratefully 

acknowledge that the Examiner has indicated that Applicants' arguments have overcome the 

instant rejection in part, i.e., with respect to monitoring the progression of cancer. With regard to 

"lysophospholipase-like," the Examiner is of the opinion that the specification does not recite the 

sequence that corresponded to Accession No. U67963 at that time, and concludes that the 

quantity of experimentation required to use the claimed invention is clearly undue. Applicants 

respectfully traverse this rejection in view of the amended claims now presented. 

9 
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Applicants respectfully submit that amended claims 1, 2, 7 and 22, which recite "human 
lysophospholipase homolog HU-K5," are enabled. As discussed above, the human 
lysophospholipase homolog HU-K5 described in the instant specification was known in the art at 
the time of filing. Indeed, the sequence was commercially available on an Affymetrix GeneChip 
at the time of filing (specification, page 22, lines 13-14 and Figure 7). Thus, Applicants' 
specification, in view of the knowledge in the art at the time of filing, enables a person skilled in 
the art to make and use the claimed invention. 

Accordingly, the Examiner is respectfully requested to reconsider and withdraw the 
rejection of claims 1, 2, 7-14, 18-25 and 37 under 35 U.S.C. §112, first paragraph, as lacking 
enablement. 

V. Claims 1-2, 7-14, 18-25 and 37 Are Definite 

At page 5, section 5 of the instant Office Action, claims 1-2, 7-14, 18-25 and 37 stand 
rejected under 35 U.S.C. §112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which Applicants regard as the invention. The 
Examiner is of the opinion that the recitation of an Accession Number in the claims renders them 
vague and indefinite, as the Accession Number does not provide a clear and definite structural 
description of the molecule of the claims. Applicants respectfully traverse this rejection in view 
of the amended claims now presented. 

Applicants respectfully submit that the claims no longer recite an Accession Number, and 
that the term human lysophospholipase homolog HU-K5 is definite. Applicants submit that the 
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specification describes human lysophospholipase homolog HU-K5 at least at Figure 7, and that 
this gene was known in the art at the time of filing. 

Accordingly, Applicants submit that claims 1, 2, 7 and 22 and claims depending 
therefrom are clear and definite because they reasonably convey to one skilled in the art what the 
invention is. Thus, Applicants respectfully request that the rejection of claims 1-2, 7-14, 18-25 
and 37 under 35 U.S.C. §112, second paragraph, be reconsidered and withdrawn. 

VI. Conclusion 

Having addressed all outstanding issues, Applicants respectfully request reconsideration 
and allowance of the case. To the extent the Examiner believes that it would facilitate allowance 
of the case, the Examiner is requested to telephone the undersigned at the number below. 



Respectfully submitted, 





BANNER & WITCOFF, LTD. 
28 State Street, 28th Floor 
Boston, MA 02109 
(617) 720-9600 
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